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DETAILED ACTION 

Response to Amendment 

This office action is responsive to amendment filed October 1, 2008. Applicant amended 
claims 1, 4, 9 and added claim 35. Claims 1, 2, 4, 6-21 and 35 are currently pending. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1, 2, 4, 6-21 and 35 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites a plurality of advertisement generators that use different algorithm to 
automatically generate al least one advertisement to be included in an advertisement set. The 
claim further recites each generated advertisement set having at least one different 
advertisement. The claim recites the advertisement generators, with the algorithm, is for 
generating advertisement, not for generating advertisement set. The claim recites that generated 
advertisement art to be included in an advertisement set however does not teach the 
advertisement set are generated by the advertisement generators or the algorithm. The claim 
further recites that the advertisement manger receives from the advertisement generators the 
advertisement set. It is unclear if the generators are for generating advertisement set or just for 
generating the advertisement. Since the claim recites a plurality of advertisement generators are 
to generate at least one advertisement to be included in an advertisement set, it is also unclear if 
the plurality of generators each create one advertisement or one advertisement set or all the 
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generators use different algorithm to generate at least one advertisement to be included in only 
one advertisement set. 

Claim 9 also recites automatically generating at least one advertisement for each of a 
plurality of advertisement sets using a different algorithm for each advertisement set, each 
algorithm specifying at least one creative aspect of the at least one advertisement generated by 
that algorithm, each advertisement set being generated for the same advertiser and the same 
keyword , and specifying at least one automatically generated advertisement, the keyword, and a 
bid amount. The claim does not recite generating advertisement set. The claim recites generating 
advertisement for each advertisement set. Therefore, it unclear whether the "advertisement" or 
the advertisement set" is generated using the algorithm. 

Claim 35 is also rejected for the same reason stated above in claim 9. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 2, 4, 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Calabria et al. (US 2005/0137939) in view of Bronnimann et al. (US 2004/0044571). 

Regarding claims 1, 2, Calabria teaches an advertisement generators that each use a 
different algorithm to automatically generate an advertisement sets for advertiser (see [0052]- 
[0055] [0121]); each advertisement set having a keyword and an advertisement; a fee calculator 
that calculates fee amounts for advertisements based on anticipated profitability of the 
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advertisement sets (see [0013], [0019] - [0023] an advertisement submitter that sends to an 
advertisement placement service a request to place the advertisement along with content 
associated with the keyword at the fee amount of an advertisement set; and an advertisement 
manager that receives from the advertisement generator advertisement sets, receives from the fee 
calculator a fee amount for each advertisement set, and provides to the advertisement submitter 
the selected advertisement sets that each have an advertisement, a keyword, and a at the fee 
amount (see [0035] - [0040], [0044]- [0047], [0109]). Calabria does not explicitly teach 
generating advertisement sets wherein each generated advertisement set having different 
advertisement for a single keyword, it is taught in Bronnimann. Bronnimann teaches advertiser 
generating a plurality of advertisement sets, each advertisement set including different 
advertisement for a keyword and tracking click-through rates to determine which of the 
advertisement was more efficient (see [0010]-[0016], [0048] - [0054]). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to generate more than one 
advertisement for a single keyword to track the most efficient advertisement for the keyword in 
order to maximize relevancy and effectiveness of the advertisement as taught in Bronnimann. 

Examiner would like to point out that no patentable weight is given to the language "each 
algorithm specifying at least one creative aspect of a respective advertisement generated for the 
advertiser and the keyword, since it is merely a language that is not used. The recited method 
steps would be performed the same regardless of the specific data. Further, the structural 
elements remain the same regardless of the specific data. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of patentability, see In re Gulack, 



Application/Control Number: 10/748,759 Page 5 

Art Unit: 3622 

703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2dl031 (Fed. Cir. 1994); MPEP '2106. 

Regarding claims 4, 7, 8, Calabria teaches the advertisement manager selects one of the 
multiple advertisement sets based at least in part on determined likelihood of users selecting the 
advertisement when it is placed along with a content associated with the keyword; a database 
containing statistics relating to placements of advertisements and wherein the fee calculator 
determines anticipated profitability based on analysis of the statistics; wherein the statistics 
include average cost-per-click of an advertisement and average revenue-per-click (see [0120]- 
[0123], [0133]- [0147]). Bronnimann also teaches selecting advertisement sets, based on the 
determined likelihood (tracking click-through rates to determine which of the advertisement was 
more efficient) (see [0010]-[0016], [0048] - [0054]). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to select the advertisement based on 
the analysis in order to select the most effective advertisement. 

Regarding claim 6, Calabria teaches multiple advertisement submitters where each 
advertisement submitter is associated with an advertisement placement service (see [0153]). 

Claims 9-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bronnimann 
et al. (US 2004/0044571) in view of Calabria et al. (US 2005/0137939). 

Regarding claims 9, 10, 13-18 and 35, Bronnimann teaches advertiser generating a 
plurality of advertisement sets, each advertisement set including different advertisement for a 
keyword (see [0010]; specifying a bid amount for each advertisement ([0004], [0010]; wherein 
the bid amount is based on advertising metrics, profit, revenue, etc; determining whether an 
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advertisement set is currently submitted to an advertisement placement service for the keyword; 
submitting to the advertisement placement service a request to place the advertisements specified 
by the selected advertisement sets; analyzing the effectiveness of the placed advertisement, the 
effectiveness of the placed advertisement being based on at least financial benefit of placing the 
advertisement; and subsequently selecting advertisement sets for placement of advertisements 
based on the analysis, so that the selected advertisement set does not conflict with an 
advertisement set that is currently submitted to the advertisement placement service for the 
keyword (see [0048]-[0054]). Bronnimann does not explicitly teach when an advertisement set is 
not currently submitted to the advertisement placement service for the keyword, selecting one of 
the generated advertisement sets for submission to the advertisement placement service. 
Calabria teaches selecting a keyword combination, providing an estimate of return on investment 
for the bid associated with the keyword combination analyzing; the effectiveness of the placed 
advertisements for each-the advertisement sets, the effectiveness of an advertisement being based 
on at least financial benefit of placing the advertisement; and selecting advertisement sets for 
placement of advertisements based on the analysis (see [0035]-[0040], [0044]- [0047], [0052]- 
[0055], [0109], [0121]). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to evaluate the effectiveness of each advertisement ant to select the most 
effective advertisement of Bronnimann, based the evaluation of each advertisement, in order to 
maximize profit. 

Regarding claims 11,12 and 19, Bronnimann teaches placing the advertisement with 
search result associated with a search term matching the keyword; placing with content 
associated with keyword (see [0004]-[0010], [0041]-[0044]). 
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Regarding claims 20 and 21, Bronnimann does not explicitly teach the generated 
advertisement sets are based on frequency or desirability of keywords. Official notice is taken 
that is old and well known in the art of search engines to determine search terms based on 
frequency or desirability of the keyword in a content. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to know that the advertiser's of Bronnimann 
would select the keyword based on frequency or desirability of the keyword in order to provide 
the most relevant content or information to the user. 



Response to Arguments 
Applicant's arguments filed October 1 , 2008 have been fully considered but they are not 
persuasive. 

Applicant argues that "Calabria does not, however, teach or suggest "a plurality of 
advertisement generators" as recited in Applicants' claim 1 as amended, where each 
advertisement generator uses "a different algorithm to automatically generate at least one 
advertisement to be included in an advertisement set for the advertiser and the keyword, each 
algorithm specifying at least one creative aspect of a respective advertisement generated for the 
advertiser and the keyword". However the claim does not recite whether the generating of the 
advertisement is based on the specified creative aspect. As indicated above no patentable weight 
is given to the language since there is no connection between the generation of the advertisement 
and what is specified in the algorithm. The added language does not change the structure of the 
advertisement generators. Applicant also asserts that the claim also recites "an advertisement 
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manager that "receives from the advertisement generators the generated advertisement sets" and 
receives "a fee amount for each of the generated advertisement sets", and "selects one of the 
generated advertisement sets for submission". Applicant further argues that, Calabria instead 
teaches only selecting an existing ad, matching candidate keywords with the selected ad, and 
determining a bid price for the combination. Calabria thus does not teach or suggest " a plurality 
of advertisement generators" as recited in Applicants' claim 1 . If applicant is arguing that 
according to the claim the advertisement is generating by the generators and is not stored (is not 
a pre existing advertisement) the claim however does not positively recite the advertisement are 
generated (created) on the spot and then provided to the advertisement manager without being 
stored. Claim 9 also recites "automatically generating at least one advertisement for each of a 
plurality of advertisement sets using a different algorithm for each advertisement set" which 
could mean that that the advertisement is generated and stored and later selected as an 
advertisement set for a keyword. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yehdega Retta whose telephone number is (571) 272-6723. The 
examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Yehdega Retta/ 

Primary Examiner, Art Unit 3622 



